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DETAILED ACTION 

1 . This Office Action is in response to Applicant's Amendment filed February 1 1 , 
2009. Claims 1-12, 14-36 and 38-60 are currently pending in this case. Claims 13 and 
37 were previously canceled. Claims 1-8, 15-31, 39-50, and 53-60 are currently under 
examination. Claims 1, 4, 6, 7, 8, 15, 16, 18, 19, 20, 21, 22, 23, 25, 26, 27, 30, 31, 39, 
42, 43, 44, 45, 46, 47, 48, 49, 50, 54, 56, 58, 59, and 60 are currently amended. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
31 , 2008 has been entered. 

Election/Restrictions 

3. Claims 9-14, 32-36, 38, and 51-52 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Election was made without traverse in the reply filed 
on February 1 1 , 2009. 

Response to Arguments 

4. Applicant's arguments filed October 6, 2009 have been fully considered but they 
are not persuasive. Applicant argues regarding claim 1, as currently amended, that 
nothing in the cited prior art teaches, discloses, or suggests, "that the first data file 
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comprises the media file lacking at least one portion from each of a plurality of locations 
within the media file." 

5. Examiner respectfully disagrees and directs attention to Mages, wherein, at col 6 
In 39-43, content may be crippled by removing critical information such as the video- 
audio header, (emphasis added). Note that the term "such as" indicates that the 
header is merely one example of critical information to remove. Further, Mages recites 
that "it is possible to 'cripple' . . by means other than deleting the header thereof." (col 8 
In 21-23). Thus, it would be obvious to one of ordinary skill in the art that other critical 
information could and would do the trick. Such a variation would merely be a 
predictable result. KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 2007) 

6. Applicant argues, regarding claim 1 , as currently amended, that nothing in the 
cited references teaches, discloses or suggests "a second data file that comprises the 
at least one portion lacking from each of said plurality of locations within the media file." 

7. Examiner respectfully disagrees and directs attention to Hazra, wherein the 
multiple layers of a single data stream (e.g. col 8 In 54-58) are the equivalent of the 
multiple portions in the instant application, and each may be received and decoded 
without reference to the others (e.g. col 9 In 1-15). Also, in Mages, note that col 8 In 50- 
col 9 In 15 where the"header-trigger or other file" is stored at a server, and sent to the 
end-user computer so that the audio or video file may be played back. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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9. Claims 1-8, 15-31 and 39-50 are rejected under 35 U.S.C. 101. 

10. In this case, claims 1-8 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court 
precedent (See also Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 
U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. 
Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal Circuit decisions, a §101 
process must (1) be tied to another statutory class (such as a particular apparatus) or 
(2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. In addition, the tie to a particular apparatus, for example, cannot be mere 
extra-solution activity. See In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 

11. In this case, specifically, claim 1 recites receiving first and second data files 
without clearly specifying who or what receives. Further, claim 1 also recites creating a 
file which somehow combines these first and second data elements also without 
specifying who or what creates and combines. Thus, independent claim 1 and its 
dependent claims 2-8 are rejected under 35 U.S.C. §1 01 . 

12. Under the broadest reasonable interpretation standard, claims 15-25 recite a 
computer program only. "Computer programs claimed as computer listings per se, i.e., 
the descriptions or expressions of the programs, are not physical 'things.' They are 
neither computer components nor statutory processes, as they are not 'acts' being 
performed." MPEP §2106.01 I. Because the claims recite only abstractions that are 
neither "things" nor "acts," the claims are not within one of the four statutory classes of 
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invention. 1 Because the claims are not within one of the four statutory classes of 
invention, the claims are rejected under 35 U.S.C. §101. 

13. In this particular case, independent claim 15 recites a "media client", which is 
interpreted as software or computer program. Thus, independent claim 15 and its 
dependent claims 16-25 are rejected under 35 U.S.C. 101. 

14. In this particular case, independent claim 26 recites reception means, and media 
assembly means in a device. Using the broadest reasonable interpretation of "means", 
the claimed means are interpreted as software only, And thus independent claims 26 
and its dependent claims 27-31 are rejected under 35 U.S.C. 101. 

15. In this particular case, independent claim 39 recites file managers and a "media 
file reconstructor", which are interpreted as software or computer program. Thus, 
independent claim 39 and its dependent claims 40-50 are rejected under 35 U.S.C. 101 . 

Claim Rejections - 35 USC §112 

16. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

17. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



1 35 U.S.C. §101 defines four categories of inventions that Congress deemed to be the 
appropriate subject matter of a patent; namely, processes, machines, manufactures and 
compositions of matter. The latter three categories define "things" (or products) while 
the first category defines "actions" {i.e., inventions that consist of a series of steps or 
acts to be performed). 
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18. Claims 1 discloses "receiving a second data file with the electronic data device 
from a second computing device". It is unclear what is being received. Is it only the 
data file or is the data file being received along with physically the electronic data 
device? Further, it is unclear who or what is receiving the file. For these reasons, claim 
1 and its dependent claims 2-8 are rejected under 35 U.S.C. 112, second paragraph. 

Claim Rejections - 35 USC § 103 

1 9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 1-8, 15-31 , 39-50, and 53-60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Mages et al (6,185,306) in view of Hazra (US 6,510,553). 

21 . Mages discloses a method of assembling a media file for playing in an electronic 
device, comprising: 

receiving a first data file with the electronic device from a first computing device 
via a first communication channel as a result of commands initiated from a media client 
of the electronic device, wherein the first data file comprises the media file lacking at 
least one portion from each of a plurality of locations within the media file and is 
unusable as a media file; (See 306 Figs. 3-3, and 12, Col. 4, lines 1-65, Col. 8. lines 30- 
50, Col. 10, linesl-30 and claims 1-8, col 8 In 21-23). 
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receiving a second data file with the electronic device from a second computing 
device via a second communication channel as a result of commands initiated from the 
media client, wherein the second data file comprises said at least one portion lacking 
from each of said plurality of locations within the media file and is unusable as a media 
file ; and (col 8 In 50- col 9 In 1 5 where the "header-trigger or other file" is stored at a 
server, and sent to the end-user computer so that the audio or video file may be played 
back.) 

creating with the media client the media file in the electronic device from the first 
data file and the second data file, (col 8 In 50- col 9 In 15 where the "header-trigger or 
other file" is stored at a server, and sent to the end-user computer so that the audio or 
video file may be played back.) 

22. Mages does not specifically disclose removing at least one portion from each of a 
plurality of locations within the media file. However, as above, Mages discloses, at col 6 
In 39-43, content may be crippled by removing critical information such as the video- 
audio header, (emphasis added). Note that the term "such as" indicates that the 
header is merely one example of critical information to remove. Further, Mages recites 
that "it is possible to 'cripple' . . by means other than deleting the header thereof." (col 8 
In 21-23). Thus, it would be a predictable result that other critical information could and 
would do the trick. KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385 (U.S. 
2007). 



Application/Control Number: 10/046,933 Page 8 

Art Unit: 3685 

23. Additionally, Hazra discloses, which Mages does not, having a plurality of second 
file portions (e.g. col 4 In 18-40), wherein each may be received without reference to the 
content of the others (e.g. col 8 In 54 - col 9 In 15). 

24. It would be obvious to one of ordinary skill in the art to combine the teachings of 
Mages and Hazra motivated by the desire for a faster transmission, thus avoiding 
"choppy" playing of media. 

25. Regarding the wireless limitations of claims 2,16,21, 22, 27, 42, 50, and 54 
Mages teaches receiving a second data file with an electronic device, (col 8 In 50- col 9 
In 15). Further, with respect to the wireless device that it is not regarded as inventive to 
merely make an old device portable or movable without producing any new and 
unexpected result. In re Lindberg, 93 USPQ 23 (CCPA 1952). Further, Official Notice 
is taken that it is old and well-known to disconnect once transmission is complete, since 
there would no further need for the connection at that point and in order to prevent 
further charges. 

26. Regarding limitations of claims 3, 4, 17, 23, 25, 28, 29, 40, 41 , 20, 48, 49, 56 and 
55 - 

27. Mages et al (See 306 Figs. 3-3, and 12, Col. 4, lines 1-65, Col. 8. lines 3050, Col. 
10, lines 1-30 and claims 1-8) disclose playing media files from two portions, each of 
which is unusable as a media file and each of which is delivered via a separate channel 
that is the equivalent of the claim limitations. 

28. Regarding the component limitations of claim 5, 24 and 57 
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29. The references do not specifically disclose the use of synch cradles or docking 
stations. Official notice is taken that such devices are old and well known. Further, it 
has been held that constructing a formerly integral structure in various elements 
involves only routine skill in the art. In re Dulberg, 1 29 USPQ 348, (CCPA 1 961 ). 

30. Regarding transmission limitations of claim 6, 46, 47, and 58 -- 

31. Mages et al (See 306 Figs. 3-3, and 12, Col. 4, lines 1-65, Col. 8. lines 30-50, 
Col. 10, linesl-30 and claims 1-8) disclose playing media files from two portions, each of 
which is unusable as a media file and each of which is delivered via a separate channel 
that is the equivalent of the claim limitations. 

32. Regarding limitations of claims 7, 18, 30, 31 , 43, and 59 

33. Mages et al (See 306 Figs. 3-3, and 12, Col. 4, lines 1-65, Col. 8. lines 30-50, 
Col. 10, linesl-30 and claims 1-8) disclose playing media files from two portions, each of 
which is unusable as a media file and each of which is delivered via a separate channel 
that is the equivalent of the claim limitations. 

34. Regarding key limitations of claims 8, 19, 44, and 60 

35. Mages et al (See 306 Figs. 3-3, and 12, Col. 4, lines 1-65, Col. 8. lines 30-50, 
Col. 10, linesl-30 and claims 1-8) disclose playing media files from two portions, each of 
which is unusable as a media file and each of which is delivered via a separate channel 
that is the equivalent of the claim limitations because uncrippling is based on employing 
a key. 

Conclusion 
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36. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

37. Milestones in AT&T History, at http://www.corp.att.com/history/milestones.html . 

38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRISTINA SHERR whose telephone number is 

(571 )272-671 1 . The examiner can normally be reached on 8:30-5:00 Monday through 
Friday. 

39. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin L. Hewitt, II can be reached on (571)272-6709. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

40. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CRISTINA OWEN SHERR 

Examiner 

Art Unit 3685 
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